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DETAILED ACTION 

1 . The Amendment filed 1 1/05/2008 lias been entered. Claims 1-16 and 22 remain 
pending in the application. The previous 35 USC 112 rejection of claim 14 is withdrawn 
in light of Applicant's amendments to claim 14. The previous objection to the drawing of 
figures 2-3 is also withdrawn in light of Applicant's submission of new drawings sheets 
of figures 2-3. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-10, 14-16 and 22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US Patent No. 5,478,344 to Stone et al. (Stone) in view of US Patent 
No. 5,665,093 to Atkins et al. (Atkins). 

In Reference to Claim 1 : 
Stone teaches: 

A surgical instrument for manipulating a needle and suture comprising: 
An elongate member (3 Fig. 1, Col. 3, line 37) having a distal end configured to 
manipulate a needle and suture (Fig. 1); a predetermined point on the elongate 
member (at the pivot joint for the jaws). 
Stone fails to teach: 
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A scale on at least a part of the elongate member and extending from the 
distal end, the scale having at least one graduation configured and dimensioned 
to measure a distance between an end of the suture and the needle; and a 
predetermined point on the elongate member, wherein the scale indicates the 
distance from the predetermined point to the at least one graduation. 
Atkins teaches: 

A scale (60, Fig. 9, Col. 2, lines 1-3, Col. 4, lines 7-10) on at least a part of 
the elongate member (22, Fig. 9, Col. 3, line 25) and extending from the distal 
end, the scale (60, Fig. 9, Col. 2, lines 1-3, Col. 4, lines 7-10) having at least one 
graduation (Fig. 9); and a predetermined point (34, Fig. 9, Col. 3, lines 35) on the 
elongate member (22, Fig. 9, Col. 3, line 25) , wherein the scale (60, Fig. 9, Col. 
2, lines 1-3, Col. 4, lines 7-10) indicates the distance from the predetermined 
point to the at least one graduation (Fig. 9). 
It would have been obvious to one having ordinary skill in the art at the time of the 
invention to have combined the teaching of Akins with Stone to produce a device having 
a scale with graduation on its tubular body for measuring purposes to facilitate surgery 
(see Atkins, Col. 4, lines 7-10). 
In Reference to Claim 2: 
Stone as modified by Atkins teaches: 

The surgical instrument as recited in claim 1 (see rejection of Claim 1 
above), wherein the elongate member (3 Fig. 1 , Col. 3, line 37) includes at least 
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one jaw (5, Fig. 1) and tlie predetermined point (15, Fig. 1, Col. 3, lines 53-54) is 
disposed on the jaw. 

In Reference to Claim 3: 

Stone as modified by Atkins teaches: 

The surgical instrument as recited in claim 2 (see rejection of Claim 2 
above), wherein the at least one jaw (5, Fig. 1 ) has a recess (1 5, Fig. 1 , Col. 3, 
lines 53-54) configured to retain a needle carrying a suture and the 
predetermined point is located on the needle (Fig. 7, where the suture 18 goes 
into needle 14). 

In Reference to Claim 4: 

Stone as modified by Atkins teaches: 

The surgical instrument as recited in claim 2 (see rejection of Claim 2 
above), wherein the at least one jaw (5, Fig. 1 ) has a recess configured to retain 
a needle carrying a suture (15, Fig. 1, Col. 3, lines 53-54), and the predetermined 
point is located at a point of connection between the suture and the needle (66, 
Fig. 8). 

In Reference to Claim 5: 

Stone as modified by Atkins teaches: 

The surgical instrument as recited in claim 4 (see rejection of Claim 4 
above), wherein the point of connection is at one end (66, Fig. 8, Col. 5, lines 4- 
5) of the needle. 

In Reference to Claim 6: 
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Stone as modified by Atkins teaches: 

The surgical instrument as recited in claim 4 (see rejection of Claim 4 

above), wherein the point of connection is located between (66, Fig. 8) the ends 

of the needle. 
In Reference to Claim 7: 
Stone as modified by Atkins teaches: 

The surgical instrument as recited in claim 2 (see rejection of Claim 2 

above), wherein the at least one jaw (5, Fig. 1 ) is movable relative to the 

elongate member (3, Fig. 1), wherein the distance from the predetermined point 

(66, Fig. 8) and the scale is calibrated with the at least one movable jaw (5, Fig. 

1) in a predetermined position. (After putting the scale from Atkins on the tubular 

member (3, Fig. 1) of Stone, you would consequently have the predetermined 

position in at least one movable jaw). 
In Reference to Claim 8: 
Stone as modified by Atkins teaches: 

The surgical instrument as recited in claim 7 (see rejection of Claim 7 

above), wherein elongate member includes two movable jaws (4, 5, Fig. 1). 
In Reference to Claim 9: 
Stone as modified by Atkins teaches: 

The surgical instrument as recited in claim 8 (see rejection of Claim 8 

above), wherein the two movable jaws (4, 5, Fig. 10) are configured to pass a 

needle carrying a suture there between. 
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In Reference to Claim 10: 

Stone as modified by Atkins teaches: 

The surgical instrument as recited in claim 1 (see rejection of Claim 1 

above), wherein the scale includes a plurality of graduations (Fig. 9 from Atkins). 

In Reference to Claim 14: 

Stone as modified by Atkins teaches: 

The surgical instrument as recited in claim 1 (see rejection of Claim 1 above), wherein 

the scale is etched (Atkins, Col. 2, lines 1-3) into the elongate member. 

In Reference to Claim 15: 

Stone as modified by Atkins teaches: 

The surgical instrument as recited in claim 1 (see rejection of Claim 15 

above), wherein the at least one graduation indicates the distance in centimeters 

(Col. 2, lines 1-3). 
In Reference to Claim 16: 
Stone as modified by Atkins teaches: 

The surgical instrument as recited in claim 1 (see rejection of Claim 1 

above), wherein the at least on jaw (4, Fig. 1 ) is configured for grasping a needle 

carrying a suture. 
In Reference to Claim 22: 
Stone teaches: 

In a surgical suturing apparatus including an elongate member (3, Fig. 1) 
having a proximal end and a distal end and a longitudinal axis; a pair of jaws (4, 
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5, Fig. 1 ) at tlie distal end, at least one of the pair of jaws being movable (Fig. 1 ), 
the pair of jaws (4, 5, Fig. 1) each having a recess (15, Fig. 9, Col. 3, lines 53-54) 
for receiving a suture carrying needle; needle retaining structure (15, Fig. 9) in 
each jaw of the pair of jaws, the needle retaining structure extending from the 
respective jaw toward the proximal end (Fig. 9); and a handle (2, Fig. 1 , Col. 3, 
lines 28) at the proximal end including structure for alternately advancing and 
retracting the needle retaining structure the improvement (Col. 4, lines 38-60). 

Stone fails to teach: 

A scale defined on the elongate member, the scale extending along the 
longitudinal axis of the elongate member and having graduations configured and 
dimensioned to measure a distance between an end of the suture and the 
needle. 

Atkins teaches: 

A scale (60, Fig. 9, Col. 2, lines 1-3, Col. 4, lines 7-10) defined on the 
elongate member (22, Fig. 9, Col. 3, line 25), the scale (60, Fig. 9, Col. 2, lines 1- 
3, Col. 4, lines 7-10) extending along the longitudinal axis of the elongate 
member (22, Fig. 9, Col. 3, line 25) and having graduations (Fig. 9) for measuring 
the length of the suture. 
It would have been obvious to one having ordinary skill in the art at the time of the 
invention to have combined the teaching of Akins with Stone to produce a device having 
a scale with graduation on its tubular body for the same reasons as noted in claim 1 
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9. Claims 11-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over Stone 

in view of Atkins as applied to claim 1 and further in view of US Patent No. 5,237,985 to 

Hodgson et al. (Hodgson). 

In Reference to Claim 1 1 : 

Stone as modified by Atkins teaches: 

The surgical instrument as recited in claim 1 (see rejection of Claim 1 above). 
Stone as modified by Atkins fails to teach: 

The instrument having a scale provided on a material affixed to 

the elongate member. 
Hodgson teaches: 

The instrument having a scale (Fig. 12, Col. 10, lines 29-35) provided on a 
material affixed to the elongate member (shrink warp scale 184 on Fig. 12). 
It would have been obvious to one having ordinary skill in the art at the time of the 
invention to have substituted the shrink wrapped scale of Hodgson in place of the scale 
of Stone as modified by Atkins because such a modification would have been 
considered a mere substitution of art-recognized scales. 
In Reference to Claim 12: 

Stone as modified by Atkins and Hodgson teaches: 

The surgical instrument as recited in claim 1 1 (see rejection of Claim 1 1 

above), wherein the scale is located on shrink wrap affixed to the elongate 

member (184, Fig. 12, Col. 10, lines 29-35). 
In Reference to Claim 13: 
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Stone as modified by Atkins and Hodgson teaches: 

The surgical instrument as recited in claim 1 1 (see rejection of Claim 1 1 

above), wherein the scale is located on at least one longitudinally extending strip 

of material (Pig. 12, Col. 10, lines 29-35). 

Response to Arguments 

Applicant's arguments filed 11/05/2008 have been fully considered but they are 
not persuasive. In regard to claims 1-10, 14-16 and 22, the applicant argues on pages 
9-1 0 of the Remarks that the cited references do not teach the same intended use as 
the applicant's Invention did. This argument is not persuasive because whether or not 
the scale as indicated in the reference is using to measure the depth of the insert 
instrument or is using to measure a length of a suture material, the scale is still a 
measuring device. In regard to claims 11-13, the applicant argues on pages 10-1 1 of 
the Remarks that the cited references do not solve the same problem as cited In the 
applicant's Invention. The argument is also not persuasive because whether or not the 
instructional indicia in the cited reference is using for indication of the volume necessary 
to fully inflate the balloon or is using for any other measuring purposes, it is still a 
measuring device using to measure. Per reasonable Interpretation of the actual claimed 
language, the cited references remain obvious to the claimed invention as indicated In 
the above paragraphs. 

Conclusion 

4. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SON DANG whose telephone number is (571 )270-5809. 
The examiner can normally be reached on Monday-Friday 7:30 AM - 5:00 PM EDT. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jackie Ho can be reached on 571-272-4696. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

SD 

/(Jackie) Tan-Uyen T. Ho/ 

Supervisory Patent Examiner, Art Unit 3773 



